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This application is up for consideration. 

I. Applicant's prior art submissions have been considered to the extent of the 
English language as provided. They are so brief and insufficient against the claims. 

II. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-5, 10-12 and 16-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Komoto et al (2005/0026063). 

FACT: Komoto et al disclose, teach and suggest an electrographic toner 
composition and processing steps for forming toner particles. The toner 
composition comprises color resin particles containing a binder resin, a colorant, a 
charge control agent and a parting agent. The particles have an average diameter 
from 4 to 8 microns and an average circularity of from 0.950 to 0.995. Please see 
the whole disclosure of the applied reference, especially on paragraphs0029, 0034, 
0038, 0078, 0082, 0092, 0094, 0104, 01 13 to 0122, 0135 to 0147 and Examples. 
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ISSUES: The issues are needed to be resolved to overcome the applied 
reference: 

(1) The language "is produced by. . ." a composition (material) claim is a 
product-by-process. According to the MPEP, "even though product-by- 
process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product 
does not depend on its method of production. If the product in the product- 
by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a 
different process." (MPEP 2113 [R-l], see In re Thorpe, 777F.2d 695, 
698,227 USPQ 964,966). 

(2) There are measurements of the properties of the applied Komoto et al 
toner composition (toner particles) in according to: 

saifl toft** hm a *t*&ar viscosity at 130"C ®n& 
a sh( tr rate of in the range of 800 to a.SOOPS'S? 

said toner Jias a st»«ar viscosity {r\2} at 130 C C Mi& 
a shear rate of 500 /s is the xm$* cf 100 to 1 , OOOPa' s 
RATIONAL: One skilled in the art and/or an average skill artisan at the time 
the invention was made would recognize that each of the applied Komoto et al 
toners has a shear viscosity value, insoluble component in tetrahydrofran, ratio 
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(Dv/Dp), Accordingly, the applied Komoto et al toners have a range of values of 
shear viscosities, a range of values of insoluble values, a ranges of value of ratio 
(Dv/Dp) when of if each of them are made and measured. For a patentability of the 
claims, applicant, assignee and/or their counsel is requested and urged to early, 
timely and candidly provide convincing evidence to the contrary for an early 
consideration to early withdrawal of the rejection for an early allowance of the 
claims to avoid a lengthy and costly litigation during and after an allowance of the 
claims. Evidence being not considered during the prosecution must be firstly 
considered and taken to a full and complete satisfaction before allowing or 
permitting any other issue to be taken. One should be carefully looked into the 
issues on the record since a benefit may be found and obtained. The language 
"shear viscosity. . .", "insoluble. . .", "ratio (Dv/Dp). . ." or the like is a property or 
measurement of a property of a material (toner composition). For a patentability of 
a property or measurement of a property of the material, it is allowed by law to 
request and require applicants to convincingly show or provide convincing 
evidence to the contrary since arguments alone are not factual evidences. An 
allowed claim or patent would have no value when someone reasonably shows to 
same or obviously about the same claimed property as clearly pointed out and set 
forth on the record using all possible combinations of the broad teachings and/or 
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suggestions in the applied reference and/or with an average skill artisan at the time 
the invention was made. In the absence of convincing evidence as clearly pointed 
out and set forth on the record, the above claims are reasonably found to be 
rendered prima facie obvious by Komoto et al. 

III. Claims 1-4, 6-12 and 16-19 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Ogawa (WO 01/01200 having its English language 
equivalent to 6,720,122). 

FACT: Ogawa discloses, teaches and suggests an electrographic toner 
composition and processing steps for forming toner particles. The toner 
composition comprises color resin particles containing a binder resin, a colorant, a 
charge control agent and a parting agent having an acid value of 10 mg KOH/g or 
less. The particles have an average diameter from 3 to 8 microns. Please see the 
whole disclosure of the applied reference, especially on col. 4:35 to 15:24 and 
Examples in 6,720,122). 

ISSUES: The issues are needed to be resolved to overcome the applied 
reference: 

(1) The language "is produced by. . ." a composition (material) claim is a 
product-by-process. According to the MPEP, "even though product-by- 
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process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product 
does not depend on its method of production. If the product in the product- 
by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a 
different process." (MPEP 21 13 [R-l], see In re Thorpe, 777F.2d 695, 
698,227 USPQ 964,966). 

(2) There are measurements of the properties of the applied Komoto et al 
toner composition (toner particles) in according to: 

said ton** ha* a shear viscosity at *30*C tm& 
a shi ir rats of 10/* in the range of S00 to 3*50«*a.*«* and 

said tenor has a shear viscosity (*|2) at 130*C an& 
» shear rate of 500 /s in the range of 100 to 1.OO0P&**. 

RATIONAL: One skilled in the art and/or an average skill artisan at the time 
the invention was made would recognize that each of the applied Komoto et al 
toners has a shear viscosity value, insoluble component in tetrahydrofran, hydroxyl 
value, an average circularity, ratio (Dv/Dp). Accordingly, the applied Komoto et al 
toners have a range of values of shear viscosities, a range of values of insoluble 
values, a range of hydroxyl values, a range of average circularity values, a ranges 
of value of ratio (Dv/Dp) when of if each of them are made and measured. For a 
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patentability of the claims, applicant, assignee and/or their counsel is requested and 
urged to early, timely and candidly provide convincing evidence to the contrary for 
an early consideration to early withdrawal of the rejection for an early allowance of 
the claims to avoid a lengthy and costly litigation during and after an allowance of 
the claims. Evidence being not considered during the prosecution must be firstly 
considered and taken to a full and complete satisfaction before allowing or 
permitting any other issue to be taken. One should be carefully looked into the 
issues on the record since a benefit may be found and obtained. The language 
"shear viscosity. . .", "insoluble. . .", "hydroxyl value. . .", "average circularity. . .", 
"ratio (Dv/Dp). . ." or the like is a property or measurement of a property of a 
material (toner composition). For a patentability of a property or measurement of a 
property of the material, it is allowed by law to request and require applicants to 
convincingly show or provide convincing evidence to the contrary since arguments 
alone are not factual evidences. An allowed claim or patent would have no value 
when someone reasonably shows to same or obviously about the same claimed 
property as clearly pointed out and set forth on the record using all possible 
combinations of the broad teachings and/or suggestions in the applied reference 
and/or with an average skill artisan at the time the invention was made. In the 
absence of convincing evidence as clearly pointed out and set forth on the record, 
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the above claims are reasonably found to be rendered prima facie obvious by 
Ogawa. 

IV. Claims 1-5, 10-12 and 16-19 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Masuo et al (WO 01/01200 having its English language 
equivalent to 6,562,535). 

FACT: Masuo et al disclose, teach and suggest an electrographic toner 
composition and processing steps for forming toner particles. The toner 
composition comprises color resin particles containing a binder resin, a colorant, a 
charge control agent and a parting agent. The particles have an average diameter of 
about 3-7 microns, dv/dp of less than 1.4, spheroidicity of 1.0 to 1.3. Please see the 
whole disclosure of the applied reference, especially on col.4:35 to 19:48 and 
Examples in 6,562,535). 

ISSUES: The issues are needed to be resolved to overcome the applied 
reference: 

(1) The language "is produced by.. ." a composition (material) claim is a 
product-by-process. According to the MPEP, "even though product-by- 
process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product 
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does not depend on its method of production. If the product in the product- 
by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a 
different process." (MPEP 21 13 [R-l], see In re Thorpe, 777F.2d 695, 
698,227 USPQ 964,966). 

(2) There are measurements of the properties of the applied Komoto et al 
toner composition (toner particles) in according to: 

said toner 'has a shear viscosity in\l} at 130*C «»d 
a sfe< tr rate of lO/s In the range of 800 to 3,5O0Fat*s; a»d 

sai« to»*r has a shear viscosity at 1W"C mid 
a rate of SCMS/a in the range of 100 to I , OOOFa .' s . 

RATIONAL: One skilled in the art and/or an average skill artisan at the time 
the invention was made would recognize that each of the applied Komoto et al 
toners has a shear viscosity value, insoluble component in tetrahydrofran, glass 
transition, an average circularity, ratio (Dv/Dp). Accordingly, the applied Komoto 
et al toners have a range of values of shear viscosities, a range of values of 
insoluble values, glass transition, a range of average circularity values when of if 
each of them are made and measured. For a patentability of the claims, applicant, 
assignee and/or their counsel is requested and urged to early, timely and candidly 
provide convincing evidence to the contrary for an early consideration to early 
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withdrawal of the rejection for an early allowance of the claims to avoid a lengthy 
and costly litigation during and after an allowance of the claims. Evidence being 
not considered during the prosecution must be firstly considered and taken to a full 
and complete satisfaction before allowing or permitting any other issue to be taken. 
One should be carefully looked into the issues on the record since a benefit may be 
found and obtained. The language "shear viscosity. . .", "insoluble. . .", "glass 
transition. . .", "average circularity. . ." or the like is a property or measurement of a 
property of a material (toner composition). For a patentability of a property or 
measurement of a property of the material, it is allowed by law to request and 
require applicants to convincingly show or provide convincing evidence to the 
contrary since arguments alone are not factual evidences. An allowed claim or 
patent would have no value when someone reasonably shows to same or obviously 
about the same claimed property as clearly pointed out and set forth on the record 
using all possible combinations of the broad teachings and/or suggestions in the 
applied reference and/or with an average skill artisan at the time the invention was 
made. In the absence of convincing evidence as clearly pointed out and set forth on 
the record, the above claims are reasonably found to be rendered prima facie 
obvious by Masuo et al. 
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V. Claims 1-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Komoto et al (2005/0026063) considered in view of Ogawa 
(WO 01/01200 having its English language equivalent to 6,720,122) and Umino 
(5,885,366). 

FACT: Komoto et al disclose, teach and suggest an electrographic toner 
composition and processing steps for forming toner particles. The toner 
composition comprises color resin particles containing a binder resin, a colorant, a 
charge control agent and a parting agent. The particles have an average diameter 
from 4 to 8 microns and an average circularity of from 0.950 to 0.995. Please see 
the whole disclosure of the applied reference, especially on paragraphs0029, 0034, 
0038, 0078, 0082, 0092, 0094, 0104, 01 13 to 0122, 0135 to 0147 and Examples. 

ISSUES: The issues are needed to be resolved to overcome the applied 
reference: 

(1) The language "is produced by.. ." a composition (material) claim is a 
product-by-process. According to the MPEP, "even though product-by- 
process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product 
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does not depend on its method of production. If the product in the product- 
by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a 
different process." (MPEP 21 13 [R-l], see In re Thorpe, 777F.2d 695, 
698,227 USPQ 964,966). 

(2) There are measurements of the properties of the applied Komoto et al 
toner composition (toner particles) in according to: 

said toner 'has a shear viscosity in\l} at 130*C «»d 
a sfe< tr rate of lO/s In the range of 800 to 3,5O0Fat*s; a»d 

sai« to»*r has a shear viscosity at 1W"C mid 
a rate of SCMS/a in the range of 100 to I , OOOFa .' s . 

RATIONAL: One skilled in the art and/or an average skill artisan at the time 
the invention was made would recognize that each of the applied Komoto et al 
toners has a shear viscosity value, insoluble component in tetrahydrofran, ratio 
(Dv/Dp), Accordingly, the applied Komoto et al toners have a range of values of 
shear viscosities, a range of values of insoluble values, a ranges of value of ratio 
(Dv/Dp) when of if each of them are made and measured. For a patentability of the 
claims, applicant, assignee and/or their counsel is requested and urged to early, 
timely and candidly provide convincing evidence to the contrary for an early 
consideration to early withdrawal of the rejection for an early allowance of the 
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claims to avoid a lengthy and costly litigation during and after an allowance of the 
claims. Evidence being not considered during the prosecution must be firstly 
considered and taken to a full and complete satisfaction before allowing or 
permitting any other issue to be taken. One should be carefully looked into the 
issues on the record since a benefit may be found and obtained. The language 
"shear viscosity. . .", "insoluble. . .", "ratio (Dv/Dp). . ." or the like is a property or 
measurement of a property of a material (toner composition). For a patentability of 
a property or measurement of a property of the material, it is allowed by law to 
request and require applicants to convincingly show or provide convincing 
evidence to the contrary since arguments alone are not factual evidences. An 
allowed claim or patent would have no value when someone reasonably shows to 
same or obviously about the same claimed property as clearly pointed out and set 
forth on the record using all possible combinations of the broad teachings and/or 
suggestions in the applied reference and/or with an average skill artisan at the time 
the invention was made. In the absence of convincing evidence as clearly pointed 
out and set forth on the record, claims 1-5, 10-12 and 16-19 are reasonably found 
to be rendered prima facie obvious by Komoto et al. 

Komoto et al disclose, teach and suggest a use of a parting agent for the 
benefit of an anti-offset benefit but does not specify the known use of a 
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multifunctional ester compounds as those in claims 6-9. However, it is known in 
the art to obtain and use a multifunctional eater compound as a parting compound 
for the advantage of obtaining a low fixing benefit. Evidence can be seen in Ogawa 
on at least col.4:35 to 6: 1 1 and 9:65 to 10:28. Since the above references with 
respect to Komoto et al and Ogawa are related to toner compositions, it would have 
been obvious to one having ordinary skill in the art at the time the invention was 
made to include a known multifunction ester compound as a parting agent for a 
reasonable expectation of obtaining an anti-offsetting benefit as disclosed, taught 
and suggested Ogawa. 

Komoto et al disclose, teach and suggest a use of a modifying agent for 
obtaining a fixing benefit, a known crosslinkable agent for a fixing benefit to one 
having ordinary skill in the art at the time the invention was made but does not 
specify the known use of a specific crosslinkable agent as those in claims 13-15. 
However, it is known in the art prior to the time the invention was made to obtain 
and use 1,9-nonandiol diacrylate crosslinkable agent to provide crosslinkable resin 
because a low fixing temperature benefit would be obtained with a use of a 
crosslinked resin to one having ordinary skill in the electrographic art at the time 
the invention was made Evidence can be seen in Umino with the teachings and/or 
suggestions of 1,9-nonandiol diacrylate as a crosslinkable agent on at least 
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col. 15:49, 66-67, 35 to 6:1 1 and 9:65 to 10:28 ( None of methods for washing and 
compositions for washing in Umino is suggested in this rejection). Accordingly, 
one having ordinary skill in the art would use 1,9-nonandiol diacrylate 
crosslinkable agent from Umino for making a crosslink resin for a low fixing 
temperature benefit because it is well known and practiced in the electrographic art 
with a crosslinked resin for a low fixing temperature benefit than that of no 
crosslinking one. 

VI. Claims 1-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Masuo et al (WO 01/01200 having its English language 
equivalent to 6,562,535) considered in view of Ogawa (WO 01/01200 having its 
English language equivalent to 6,720,122) and Umino (5,885,366). 

FACT: Masuo et al disclose, teach and suggest an electrographic toner 
composition and processing steps for forming toner particles. The toner 
composition comprises color resin particles containing a binder resin, a colorant, a 
charge control agent and a parting agent. The particles have an average diameter of 
about 3-7 microns, dv/dp of less than 1.4, spheroidicity of 1.0 to 1.3. Please see the 
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whole disclosure of the applied reference, especially on col.4:35 to 19:48 and 
Examples in 6,562,535). 

ISSUES: The issues are needed to be resolved to overcome the applied 
reference: 

(1) The language "is produced by..." a composition (material) claim is a 
product-by-process. According to the MPEP, "even though product-by- 
process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product 
does not depend on its method of production. If the product in the product- 
by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a 
different process." (MPEP 21 13 [R-l], see In re Thorpe, 777F.2d 695, 
698,227 USPQ 964,966). 

(2) There are measurements of the properties of the applied Komoto et al 
toner composition (toner particles) in according to: 

saifl toner has a shear viscosity (t^X) at 130*C aa& 
a sis! tc rate of 10/* 1» th* tm$* of 800 to 3,5O0?a-Sj and 

saifl ternex has a shear viscosity S*p! at 130*C and 
a shear rate of 506/ s l.o the rasige of 100 to 1,900?*' 8. 
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RATIONAL: One skilled in the art and/or an average skill artisan at the time 
the invention was made would recognize that each of the applied Komoto et al 
toners has a shear viscosity value, insoluble component in tetrahydrofran, glass 
transition, an average circularity, ratio (Dv/Dp). Accordingly, the applied Komoto 
et al toners have a range of values of shear viscosities, a range of values of 
insoluble values, glass transition, a range of average circularity values when of if 
each of them are made and measured. For a patentability of the claims, applicant, 
assignee and/or their counsel is requested and urged to early, timely and candidly 
provide convincing evidence to the contrary for an early consideration to early 
withdrawal of the rejection for an early allowance of the claims to avoid a lengthy 
and costly litigation during and after an allowance of the claims. Evidence being 
not considered during the prosecution must be firstly considered and taken to a full 
and complete satisfaction before allowing or permitting any other issue to be taken. 
One should be carefully looked into the issues on the record since a benefit may be 
found and obtained. The language "shear viscosity. . .", "insoluble. . .", "glass 
transition. . .", "average circularity. . ." or the like is a property or measurement of a 
property of a material (toner composition). For a patentability of a property or 
measurement of a property of the material, it is allowed by law to request and 
require applicants to convincingly show or provide convincing evidence to the 
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contrary since arguments alone are not factual evidences. An allowed claim or 
patent would have no value when someone reasonably shows to same or obviously 
about the same claimed property as clearly pointed out and set forth on the record 
using all possible combinations of the broad teachings and/or suggestions in the 
applied reference and/or with an average skill artisan at the time the invention was 
made. In the absence of convincing evidence as clearly pointed out and set forth on 
the record, claims 1-5, 10-12 and 16-19 are reasonably found to be rendered prima 
facie obvious by Masuo et al. 

Masuo et al disclose, teach and suggest a use of a parting agent for the 
benefit of an anti-offset benefit but does not specify the known use of a 
multifunctional ester compounds as those in claims 6-9. However, it is known in 
the art to obtain and use a multifunctional eater compound as a parting compound 
for the advantage of obtaining a low fixing benefit. Evidence can be seen in Ogawa 
on at least col.4:35 to 6: 1 1 and 9:65 to 10:28. Since the above references with 
respect to Komoto et al and Ogawa are related to toner compositions, it would have 
been obvious to one having ordinary skill in the art at the time the invention was 
made to include a known multifunction ester compound as a parting agent for a 
reasonable expectation of obtaining an anti-offsetting benefit as disclosed, taught 
and suggested Ogawa. 
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Masuo et al disclose, teach and suggest a use of a modifying agent for 
obtaining a fixing benefit, a known crosslinkable agent for a fixing benefit to one 
having ordinary skill in the art at the time the invention was made but does not 
specify the known use of a specific crosslinkable agent as those in claims 13-15. 
However, it is known in the art prior to the time the invention was made to obtain 
and use 1,9-nonandiol diacrylate crosslinkable agent to provide crosslinkable resin 
because a low fixing temperature benefit would be obtained with a use of a 
crosslinked resin to one having ordinary skill in the electrographic art at the time 
the invention was made Evidence can be seen in Umino with the teachings and/or 
suggestions of 1,9-nonandiol diacrylate as a crosslinkable agent on at least 
col. 15:49, 66-67, 35 to 6:11 and 9:65 to 10:28 (None of methods for washing and 
compositions for washing in Umino is suggested in this rejection). Accordingly, 
one having ordinary skill in the art would use 1 ,9-nonandiol diacrylate 
crosslinkable agent from Umino for making a crosslink resin for a low fixing 
temperature benefit because it is well known and practiced in the electrographic art 
with a crosslinked resin for a low fixing temperature benefit than that of no 
crosslinking one. 
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VII. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Hoa V. Le whose telephone number is 571-272- 
1332. 

The examiner can normally be reached from 7:30 AM to 4:30 PM on 
Monday though Thursday and about the same time of most Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Cynthia Kelly can be reached on 571-272-1526. 

Applicants may file a paper by (1) fax with a central facsimile receiving 
number 571-273-8300. Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private PAIR 
or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 

/Hoa V. Le/ Primary Examiner, Art Unit 1795 032409 
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